
U ^ITEDSTATKS DKI'AKTMKNT OF (.'OMMFKCK 
Unittrd SlMit;s l*Mlt^«t t*nd I rudt-uia rk Ol'lii »- 

A.Mir.^.-< c 'MMissi >SKK ■ K } atk:: i tka[;km/v;-vks 



APFLIC ATION NO 


Ml INC; DA l h 


MKST NAMIJ) IN\ LMOk 


A lKJkNh^ Dot KI T NO. 


t ONI IKMAnON NO. 



09 939.466 (IS 2^ 2001 Rui-Fang Shi 155635-()16S 3663 




United States Bvtent and TkAPEMARK Office 



IRELL & MANELLA LLP 
840 NEWPORT CENTER DRIVE 
SUITE 400 

NEWPORT BEACH, CA 92660 



S l AMRA, MICHAHL PA I RICK 



papi-:r numbi.r 



D.ATH MA]LI-:D: f)2 1 1 2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PT()-9(i(- (Rc\. O-'-dl ) 



Office Action Summary 



Application No. 

09/939,466 



Examiner 

i Michael P Stafira 



Applicant(s) 

SHI ET AL. 



Art Unit 

2877 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address •• 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of tinne may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)n Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)[3 This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal matters, prosecution as to the nnerits is 

closed in accordance with the practice under Ex pa/te Quayle, 1935 CD. 11. 453 O.G. 213. 
Disposition of Claims 

4) H Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) H Claim(s) 1-21 is/are rejected. 

Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

1 0)0 The drawing(s) filed on is/are: accepted or b)\Z\ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
11 )□ The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required In reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received In this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment Is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) H Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-41 3) Paper No(s). 



2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) H Information Disclosure Statement(s) (PTO-1449) Paper No(s) 2 . 



5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: 
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Art Unit: 2877 

DETAILED ACTION 

Claim Rejections - 35 USC\^ 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the in\'cntion was described in (1) an application for patent, published under section 122(b), by another tiled 
in the United Slates before the invention by the applicant for patent or (2) a patent granted on an application tor 
patent b\ another tiled in the United States before the inv ention by the applicant for patent, except that an 
international application tiled under the treaty detined in section 35 Ua) shall ha\'e the effects for purposes of this 
subsection of an application tiled in the United States only if the international application designated the United 
States and w as published under Article 21(2) of such treaty in the Hnghsh language. 

2. Claims 1-3,5,8-10, 12,15-17,19 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Liu et al. (^504). 

Claim 1 

Liu et al. ('504) discloses a transparent substrate (Fig. 2d, Ref 31) that has a first surface 
and an opposite second surface (Col. 5, lines 41-42); a coating (Fig. 2d, Ref 32) on the first 
surface of the transparent substrate (Col. 5, lines 45-48), wherein a thickness of the coating is 
substantially inversely proportional to a refractive index of the coating (Col. 7, lines 42-51, 65- 
67). The reference of Liu et al. (^504) fully discloses that the thickness of the coating inversely 
proportional to the refractive coefficients through the use of the mathematical equations 
disclosed in the patent. 
Claim 2 

The reference of Liu et al. (^504) further discloses that the thickness of the coating is 
further substantially proportional to a wavelength of light used in the tester (Col. 7-8, lines 63-2). 
Claim 3 

Liu et al. ('504) further discloses the coating is transparent (Col. 5, lines 44-48). 
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Claim 5 

The reference of Liu et al. ( '504) further discloses that the substrate is a glass material 
(Col. 5, lines 41-42) and the transparent coating is a diamond-like-carbon material (Col 5, lines 
45-48) 
Claim 8 

Liu et al, ('504) discloses a transparent substrate (Fig. 1, Ref. 31) that has a first surface 
and an opposite second surface (Col. 5, lines 41-42); a coating (Fig. 1, Ref 32) on the first 
surface of the transparent substrate (Col. 5, lines 45-48) the coating being adjacent to the 
recording head (Fig. 1, Ref 34), wherein a thickness of the coating is substantially inversely 
proportional to a refractive index of the coating (Col. 7, lines 42-51, 65-67). The reference of Liu 
et al. (^504) fully discloses that the thickness of the coating inversely proportional to the 
refractive coefficients through the use of the mathematical equations disclosed in the patent. The 
reference further discloses a light source (Fig. 1, Ref 70) that directs a beam of light through the 
transparent substrate (Fig. 1, Ref 31) and the coating (Fig. L Ref 32) and onto the recording 
head (Fig. 1, Ref 34), wherein the beam of light is reflected from the recording head (Fig. 1), 
and a photodetector (Fig. 1, Ref 78) that detects the reflected light beam (Col. 4-5, lines 62-27). 
Claim 9 

The reference of Liu et al. (^504) further discloses that the thickness of the coating is 
further substantially proportional to a wavelength of light used in the tester (Col. 7-8, lines 63-2). 
Claim 10 

Liu et al. (^504) further discloses the coating is transparent (Col. 5, lines 44-48). 




AppJication/Control Number: 09/939,466 Page 4 

Art Unit: 2877 

Claim 12 

The reference of Liu et al. ('504) further discloses that the substrate is a glass material 
(Col. 5, lines 41-42) and the transparent coating is a diamond-like-carbon material (Col. 5, lines 
45-48), 
Claim 15 

Liu et al. ('504) discloses a process for providing transparent substrate (Fig. 2d, Ref 31) 
that has a first surface and an opposite second surface (Col. 5, lines 41-42); attaching a layer 
(Fig. 2d, Ref 32) on the first surface of the transparent substrate (Col. 5, lines 45-48), wherein a 
thickness of the coating is substantially inversely proportional to a refractive index of the coating 
(Col. 7, lines 42-51, 65-67). The reference of Liu et al. ('504) fully discloses that the thickness of 
the coating inversely proportional to the refractive coefficients through the use of the 
mathematical equations disclosed in the patent. 
Claim 16 

The reference of Liu et al. ('504) further discloses that the thickness of the coating is 
further substantially proportional to a wavelength of light used in the tester (Col. 7-8, lines 63-2). 
Claim 17 

Liu et al (^504) further discloses the coating is transparent (Col. 5, lines 44-48). 
Claim 19 

The reference of Liu et al. ("504) further discloses that the substrate is a glass material 
(Col. 5, lines 41-42) and the transparent coating is a diamond-like-carbon material (Col. 5, lines 
45-48). 
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Claim Rejections - 35 USC jj) 103 



The following is a quotation of 35 (J S C. 103(a) which forms the basis for all 



obviousness rejections set forth in this Office action: 



(a) A patent mav not be obtained though the invention is not identically disclosed or described as set tbrlh m 
section 102 of this title, if the differences betw een the subject matter sought to be patented and the prior art are 
such that tJie subject matter as a whole would have been obvious at the time the ln^■enllon was made to a person 
haMng ordinary skill in the art to which said subject matter pertains. Patentabilily' shall not be negatived b\ the 
manner m which the invention was made. 



4. Claims 4,6,7,1 1,13,14,18,20,21 are rejected under 35 (J S C. 103(a) as being unpatentable 
over Liu et al. ('504). 
Claim 4 

Liu et al. C504) discloses the claimed invention except for the coating has a hardness that 
is greater than that of the substrate. It would have been obvious to one having ordinary skill m 
the art at the time the invention was made to combine Liu et al. ('504) with hardness since it was 
well known in the art that having the hardness greater than the substrate protects the substrate 
from damage and abrasion. 
Claims 6 & 7 

Liu et al. ('504) discloses the claimed invention except for the diamond-like-carbon 
material is hydrogenated or nitrogenated. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to C^), since it has been held to be within the 
general skill of a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice. /// re Leshin, 125 IISPO 416. 
Claim 11 

Liu et al. (^504) discloses the claimed invention except for the coating has a hardness that 
is greater than that of the substrate. It would have been obvious to one having ordinary skill in 



# • 
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the art at the time the invention was made to combine Liu et al. (^504) with hardness since it was 
well known in the art that having the hardness greater than the substrate protects the substrate 
from damage and abrasion. 
Claim 13 & 14 

Liu et al. ('504) discloses the claimed invention except for the diamond-like-carbon 
material is hydrogenated or nitrogenated. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to (?), since it has been held to be within the 
general skill of a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice. In re Leshiii 125 USPO 416. 
Claim 18 

Liu et al. (^504) discloses the claimed invention except for the coating has a hardness that 
is greater than that of the substrate. It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to combine Liu et al. (^504) with hardness since it was 
well known in the art that having the hardness greater than the substrate protects the substrate 
from damage and abrasion. 
Claims 20 & 21 

Liu et al. (^504) discloses the claimed invention except for the diamond-like-carbon 
material is hydrogenated or nitrogenated. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to (^), since it has been held to be within the 
general skill of a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice. /// re Leshin, 125 USPQ 416 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael P. Stafira whose telephone number is 703-308-4837 
The examiner can normally be reached on 4/10. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frank Font can be reached on 703-308-488 1 . The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-308-7722 for regular 
communications and 703-308-7721 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0^6. 




Primary Examiner 
Art Unit 2877 



February 5, 2003 



